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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114 was filed in this application 
after appeal to the Board of Patent Appeals and Interferences, but prior to a decision on the 
appeal. Since this application is eligible for continued examination under 37 CFR 1.114 and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the appeal has been withdrawn pursuant to 
37 CFR 1.114 and prosecution in this application has been reopened pursuant to 37 CFR 1.114. 
Applicant's submission filed on October 27, 2005 has been entered. 

2. Note the claims have been examined insofar as they read on elected species made in the 
election submitted November 7, 2001. The elected species are: 

(i) isododecane as the volatile hydrocarbon-based solvent, 

(ii) phenyltrimethicone as the non-volatile silicone; and 

(iii) diglycelyl diisostearate as the non-volatile hydrocarbon-based oil. 

Claim Rejections 35 U.S.C. 103 
1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over Walling et al 
(US Pat. 5,948,394) in view of Jakobson et al (US Pat. 5,093,043), and in further view of Arnaud 
etal. (US 5,961,998). 

Walling teaches transfer-resistant lip compositions. The compositions resist transfer upon 
subjecting the wearer to routine or daily activities. The compositions are in the form of Lipstick 
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(see abstract). The compositions comprise lipophilic materials (30-95 %, which may be wax or 
oil) and a variety of other components, see, particularly, columns 2, lines 12-25. and claims 1-6. 
Walling teaches that a preferred volatile hydrocarbon fluid for use in the invention is 
isododecane (see col. 4, lines 1-16, and col.6, line 15 through col. 7, Line 45, examples 1-6). 
Walling further teaches that a particularly useful non- volatile silicone fluid for use in the 
invention is available as the 556 series from Dow Corning (see col. 4, line 62 to col. 4, line 9). 
DC 556 is a trade name for phenyltrimethicone. Walling further teaches that phenyltrimethicone 
is a most preferred fluid for the invention (see col. 5, Lines 17-20). Walling teaches that various 
surfactants may be employed in the composition. Examples 1 -6 are further comprised of wax, 
non- volatile oil liquid, isododecane (isoparaffin) and pigments. Additionally, examples 1-4 and 6 
contain poly glycerol diisostearate. 

Willing does not teach expressly the particular percentages of each ingredient, or 
expressly states the employment of diglyceryl diisostearate. 

However, Jakobson teaches a process for preparing nonionic surfactants. The reference 
relates to the use of certain nonionic polyglycerol fatty acid ester surfactants as additives or 
solvents for skin protection agents and skin care oils and for cosmetic formulations (see col. 3, 
line 47 through col. 4, line 1 1). Jakobson teaches that diglycerol di-fatty acid esters have 
improved properties as compared to polyglycerol esters (see col. 4, lines 54-64). Jakobson 
specifically compares diglycerol diisostearate with commercial polyglycerol diisostearate (see 
col. 5, lines 17-20). Jakobson further disclosed that commercial polyglycerol diisostearate is 
essentially diglycerol diisostearate. See column 5, lines 24-28. 
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Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to make a lip cosmetic composition comprising 
isododecane, phenyltrimethicone, and diglycerol diisostearate (such as those disclosed by 
Jakobson) in a percentage as herein cited. 

A person of ordinary skill in the art would have been motivated to make a lip cosmetic 
composition comprising isododecane, phenyltrimethicone, and diglycerol diisostearate (such as 
those disclosed by Jakobson) in a percentage as herein cited because all of the ingredients are 
known to be useful in lip composition. As to the particular percentage, note where the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation. In re Aller, 220 F.2d 454, 105 USPQ 233, 235 
(CCPA 1955). Further, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have modified the compositions of Walling by the substitution of 
diglycerol diisostearate for polyglycerol diisostearate as taught by Jakobson in order to benefit 
from the improved properties of diglycerol diisostearate as taught by Jakobson. One of ordinary 
skill in the art would have been further motivated to modify Waiting's lip composition by 
incorporating some phenyl trimethicone as oil phase in the particular lip composition since oil 
with aromatic moiety, such as phenyl trimethicone, are known to provide benefit for lip stick 
such as increase gloss and reduce migration of oils. See, particularly, column 1, lines 58 to 
column 2, lines 2, column 6, lines 55-61, the examples and claims. 

Response to the Arguments 

Applicants' amendments and remarks submitted October 27, 2005 have been fully 
considered, but are unpersuasive. 
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Applicants contend that Walling merely "generally discloses combining several different 
types of oils and waxes to from lipstick product," but provide no further guidance to reach the 
claimed combination. The examiner respectfully disagrees. Note, polyglyceryl diisostearate and 
phenyl trimethicone are both preferred liquid oils in Walling's lipstick composition. The 
employment of a mixture of these two oils would have been obvious to one of ordinary skill in 
the art. In re Meyer and Akzo v. International Trade Comm'n are misused for the instant case as 
discussed in the prior office action. In fact, In the case where the claimed ranges "overlap or lie 
inside ranges disclosed by the prior art" a prima facie case of obviousness exists. In re Wertheim, 
541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 
(Fed. Cir. 1990). In both In re Meyer and Akzo v. International Trade Comm'n, there were 
objective evidences of non-obviousness sufficient to rebutt the obviousness assumption. In the 
instant case, applicants' discovery is that for two incompatible non-volatile oil, a volatile oil has 
to be used. The prior art particularly teach the use of volatile oils, including the preferred volatile 
oil herein, with the nonvolatile oils. Therefore, whether two non-volatile oils are incompatible 
without the presence of the volatile oil is not relevant to the issue in the rejection since the prior 
art teach the employment of volatile oils. See, particularly, col. 4, line 10- 15 and the examples in 
Walling et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang whose telephone number is (571) 272-0632. The 
examiner can normally be reached on Monday to Friday from 7:00 am to 3:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on (571) 272-0629. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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